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DETAILED ACTION 



Claim Rejections - 35 USC §102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-6, 9, 10, 13-17, 19 and 21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by NISHIKAWA (WO 2004/099100, hereinafter NISHIKAWA). 

3. Regarding claims 1, 2, 4, 9, 13, and 17, NISHIKAWA teaches a cement admixture and 
cement admixture composite comprising a polycarboxylic acid polymer containing a specific 
site, and the cement admixture composite comprises two or more species of cement admixtures, 
wherein at least one of is a said cement admixture (Abstract). The polycarboxylic acid polymer 
comprised in the cement admixture of the present invention is a polymer comprising two or more 
carboxylic acids or carboxylate salts in one molecule and into which a specific structure 
represented by the following formula (1) is introduced at a site (moiety) constituting the 
polymer: 



E 2 



H 1 
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wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 to 1 ; n and k represents an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar number of addition of the oxyalkylene group 
and is a number of 1 to 50; n+m+k is a number of 3 to 200; and R 4 represents a hydrogen atom 
or a hydrocarbon group containing 1 to 20 carbon atoms (p. 4, lines 6-26). The polyalkylene 
chain represented by the repeating number of n, m, and k in the above formula (1) is a form of 
so-called A-B-A block copolymer . 

4. The polycarboxylic acid polymer essentially comprised can be obtained by polymerizing 
one or two or more species of monomers having a carboxylic acid or a carboxylic salt and a 
polymerizable double bond in one molecule and one or more species of monomers represented 
by the following formula (2); 



wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 to 1; n and k represents an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar number of addition of the oxyalkylene group 
and is a number of 1 to 50; n+m+k is a number of 3 to 200; and R 4 represents a hydrogen atom 



E 2 R 1 
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or a hydrocarbon group containing 1 to 20 carbon atoms (p. 6, lines 5-21). Furthermore, the 
cement admixture other than the cement admixture of the present invention in the cement 
admixture composite comprises a polymer, which is composed of monomer components 
containing polyalkylene glycol unsaturated monomer. It comprises a polymer having a site 
represented by the following formula (4): 



wherein R 8 , R 9 and R 10 may be the same or different and each represents a hydrogen atom or a 
methyl group; R 11 represents a hydrogen atom or a hydrocarbon group containing 1 to 30 carbon 
atoms; R a may be the same or different and represents an alkylene group containing 2 to 1 8 
carbon atoms; p represents an average molar number of addition of the oxyalkylene group and is 
a number of 1 to 300; X represents a divalent alkylene group containing 1 to 5 carbons atoms, a - 
CO- bond, a -R b -CO-bond, or a direct bond; and R b represents a divalent alkylene group 
containing 1 to 5 carbon atoms. Furthermore, the polymer has a nitrogen atom or a polymer 
containing a branched structure and an oxyalkylene group is comprised (p. 22, lines 18-35; p.23, 
lines 1-9) (as required by claim 17). NISHIKAWA teaches the content ratio of the polyalkylene 
glycol unsaturated monomer and the unsaturated carboxylic acid monomer components is 0.1-2 
(p. 24, lines 14-18) (as required by claim 2). 

5. Regarding claims 3, 10, 14, and 19, NISHIKAWA teaches a cement admixture and 
cement admixture composite comprising a polycarboxylic acid polymer containing a specific 
site, and the cement admixture composite comprises two or more species of cement admixtures, 




e 10 x— g(e*o)— R n 



(4) 
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wherein at least one of is a said cement admixture (Abstract). The polycarboxylic acid polymer 
comprised in the cement admixture of the present invention is a polymer comprising two or more 
carboxylic acids or carboxylate salts in one molecule and into which a specific structure 
represented by the following formula (1) is introduced at a site (moiety) constituting the 
polymer: 



wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 to 1 ; n and k represents an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar number of addition of the oxyalkylene group 
and is a number of 1 to 50; n+m+k is a number of 3 to 200; and R 4 represents a hydrogen atom 
or a hydrocarbon group containing 1 to 20 carbon atoms (p. 4, lines 6-26) (as required by claim 
14). NISHIKAWA teaches the weight average molecular weight of the polymer 3,000-30,000 (p. 
24, lines 22-30). The mass ratio of the site represented by the formula (1) relative to the total 
mass of the polycarboxylic acid polymer is 10 to 95% by mass (p. 9, lines 8-10) (as required by 
claim 15). The polycarboxylic acid polymer essentially comprised can be obtained by 
polymerizing one or two or more species of monomers having a carboxylic acid or a carboxylic 
salt and a polymerizable double bond in one molecule and one or more species of monomers 
represented by the following formula (2); 



E 2 E 1 
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wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 to 1 ; n and k represents an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar number of addition of the oxyalkylene group 
and is a number of 1 to 50; n+m+k is a number of 3 to 200; and R4 represents a hydrogen atom 
or a hydrocarbon group containing 1 to 20 carbon atoms (p. 6, lines 5-21). Furthermore, the 
cement admixture other than the cement admixture of the present invention in the cement 
admixture composite comprises a polymer, which is composed of monomer components 
containing polyalkylene glycol unsaturated monomer. It comprises a polymer having a site 
represented by the following formula (4): 



wherein R 8 , R 9 and R 10 may be the same or different and each represents a hydrogen atom or a 
methyl group; R 11 represents a hydrogen atom or a hydrocarbon group containing 1 to 30 carbon 
atoms; Ra may be the same or different and represents an alkylene group containing 2 to 1 8 
carbon atoms; p represents an average molar number of addition of the oxyalkylene group and is 
a number of 1 to 300; X represents a divalent alkylene group containing 1 to 5 carbons atoms, a - 





b 1q x— o{a*o)— s 11 
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CO- bond, a -R b -CO-bond, or a direct bond; and R b represents a divalent alkylene group 
containing 1 to 5 carbon atoms. Furthermore, the polymer has a nitrogen atom or a polymer 
containing a branched structure and an oxyalkylene group is comprised (p. 22, lines 18-35; p. 23, 
lines 1-9) (as required by claim 19). 

6. Regarding claims 5, 6, 16, and 21, NISHIKAWA teaches a cement admixture and cement 
admixture composite comprising a polycarboxylic acid polymer containing a specific site, and 
the cement admixture composite comprises two or more species of cement admixtures, wherein 
at least one of is a said cement admixture (Abstract). The polycarboxylic acid polymer comprised 
in the cement admixture of the present invention is a polymer comprising two or more carboxylic 
acids or carboxylate salts in one molecule and into which a specific structure represented by the 
following formula (1) is introduced at a site (moiety) constituting the polymer: 



wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 to 1; n and k represents an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar number of addition of the oxyalkylene group 
and is a number of 1 to 50; n+m+k is a number of 3 to 200; and R 4 represents a hydrogen atom 
or a hydrocarbon group containing 1 to 20 carbon atoms (p. 4, lines 6-26). The mass ratio of the 
site represented by the formula (1) relative to the total mass of the polycarboxylic acid polymer 
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is 10 to 95% by mass (p. 9, lines 8-10). The polycarboxylic acid polymer essentially comprised 
can be obtained by polymerizing one or two or more species of monomers having a carboxylic 
acid or a carboxylic salt and a polymerizable double bond in one molecule and one or more 
species of monomers represented by the following formula (2); 



wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 to 1 ; n and k represents an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar number of addition of the oxyalkylene group 
and is a number of 1 to 50; n+m+k is a number of 3 to 200; and R 4 represents a hydrogen atom or 
a hydrocarbon group containing 1 to 20 carbon atoms (p. 6, lines 5-21). Furthermore, the cement 
admixture other than the cement admixture of the present invention in the cement admixture 
composite comprises a polymer, which is composed of monomer components containing 
polyalkylene glycol unsaturated monomer. It comprises a polymer having a site represented by 
the following formula (4): 






(4) 
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wherein R 8 , R 9 and R 10 may be the same or different and each represents a hydrogen atom or a 
methyl group; R 11 represents a hydrogen atom or a hydrocarbon group containing 1 to 30 carbon 
atoms; Ra may be the same or different and represents an alkylene group containing 2 to 18 
carbon atoms; p represents an average molar number of addition of the oxyalkylene group and is 
a number of 1 to 300; X represents a divalent alkylene group containing 1 to 5 carbons atoms, a - 
CO- bond, a -R b -CO-bond, or a direct bond; and R b represents a divalent alkylene group 
containing 1 to 5 carbon atoms. Furthermore, the polymer has a nitrogen atom or a polymer 
containing a branched structure and an oxyalkylene group is comprised (p. 22, lines 18-35; p.23, 
lines 1-9) (as required by claim 21). The mass ratio of the site represented by the formula (1) 
relative to the total mass of the polycarboxylic acid polymer is 10 to 95% by mass (p. 9, lines 8- 
10) (as required by claim 16). The ratio is as follows: the total of monomers (A) to (D) /the 
monomer E = 100 to 60/40 (p. 40, lines 29-34) ((which would satisfy Claim 6). 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 18-20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
NISHIKAWA (WO 2004/099100, hereinafter NISHIKAWA) in view of TOMITA et al. (U.S. 
Publication Application 2004/0107876, hereinafter TOMITA). 

1 1 . Regarding claims 1 8 , 20, and 22, NISHIKAWA teaches a cement admixture and cement 
admixture composite comprising a polycarboxylic acid polymer containing a specific site, and 
the cement admixture composite comprises two or more species of cement admixtures, wherein 
at least one of is a said cement admixture (Abstract). However, NISHIKAWA does not teaches 
polyoxyalkylene compound is a compound represented by the formula (10): 

Z-[(AOr-E.^ T 

wherein Z represents a compound residue having active hydrogen R 17 s are the same different, 
and represent a hydrogen atom, a hydrocarbon group, -Y-NR 18 R 19 , -COR 20 or -CH 2 CH 2 NHCO- 
R 21 , Y represents an allkylene group having 1 to 10 carbon atom(s), R 18 and R 19 are the same or 
different, and represent a hydrogen atom or a hydrocarbon group having 1 to 30 carbon atom(s), 
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R 20 and R 21 represent a hydrocarbon group having 1 to 30 carbon atom(s), or group having at 
least one carboxyl group or sulfonyl group or a salt therof, AOs are the same or different, and 
represent an oxyalkylene group having 2 to 18 carbon atoms, "s"s are the same or different, and 
represent an average molar number of addition of an oxyalkylene group, and is 1 to 300, t is 1 to 
300 and, regarding the total molar number of addition of the oxyethylene group in the 
oxyalkylene group as u and a total molar number of addition of an oxyalkylene group having 3 
or more carbon atoms to be v, a relationship of 0.1<u/(u+v)<0.9, l<u +v<300 is satisfied. 

12. In the same field of endeavor, TOMITA teaches a concrete composition and cement 
admixture comprising polyalkylene compounds represented by following general formula (3): 

X— |(AQ>— R*]k (3) 

13. wherein X represents the residue of an active hydrogen-containing compound, the R 5 
groups are the same or different and each represents a hydrogen atom, a hydrocarbon group, --Y- 
-NR 6 R 7 , -COR 8 , or -CH 2 CH 2 NHCO-R 9 (Y representing an alkylene group containing 1 to 10 
carbon atoms, R 6 and R 7 being the same or different and each representing a hydrogen atom or a 
hydrocarbon group containing 1 to 30 carbon atoms, R 8 and R 9 each representing a hydrocarbon 
group containing 1 to 30 carbon atoms or a group having at least one carboxyl or sulfonyl group 
or a salt thereof), the AO groups are the same or different and each represents an oxyalkylene 
group containing 2 to 18 carbon atoms, the n are the same or different and each n represents the 
mean number of moles of the oxyalkylene group added and is equal to 1 to 300, k is 1 to 300 and 
wherein, when the total number of moles of the oxyethylene group and the total number of the 
oxyalkylene group(s) containing not less than 3 carbon atoms in the above-mentioned 
oxyalkylene groups are represented by u and v, respectively, the relations 0.1<u/(u+v)<0.9 
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and l<u+v<300 are satisfied. In the polyoxyalkylene compound represented by the general 
formula (3), the group represented by X and/or the group represented by R.sup.5 has a nitrogen 
atom [0032-0033]. The polyalkylene compounds causes favorable effects, such as reduction in 
unit water content, increase in strength, and improvement in durability [0062]. 

14. It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the polyalkylene compound of TOMITA with the cement 
admixture of NISHIKAWA for the benefit of obtaining favorable effects, such as reduction in 
unit water content, increase in strength, and improvement in durability in the cement admixture. 

Double Patenting 

1 5 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

16. Claims 13 and 14 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,368,488. Although the 
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conflicting claims are not identical, they are not patentably distinct from each other because of 
the reasons given below. 

17. Claim 1 of U.S. Patent No. 7,368,488 claims a cement admixture comprising a 
polycarboxylic acid polymer, where said polycarboxylic acid polymer has a site represented by 
the following formula (1): 



wherein R 1 and R 2 may be the same or different and each represents a hydrogen atom or a methyl 
group; R 3 may be the same or different and represents an alkylene group containing 3 to 18 
carbon atoms; x represents a number of 0 to 2; y represents 0 or 1 ; n and k represent an average 
molar number of addition of an oxyethylene group, in which n is a number of 1 to 200 and k is a 
number of 1 to 200; m represents an average molar mass number of 1 to 50; n+m+k is a number 
of 3 to 200; and R 4 represents a hydrogen atom or a hydrocarbon group containing 1 to 20 carbon 
atoms. While '488 does not claim a polycarboxylic acid copolymer having a polyalkylene glycol 
side chain containing an oxyalkylene group having 3 or more carbon atoms is by polymerizing a 
monomer component containing a polyalkylene glycol unsaturated monomer represented by the 
following formula (4): 

c=e 



E 2 E 1 




, m 2 UCQ)— O— (C s H 4 0)— <R s O)— CCACDj—R 4 
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The cement admixture comprising a polycarboxylic acid polymer, wherein the polycarboxylic 
polymer has a site represented by the following formula (1): 



inherently has a polyalkylene glycol side chain containing an oxyalkylene group 3 or more 
carbon is by polymerizing a monomer with a similar formula. Therefore, it would have been 
obvious to a person of ordinary skill in the art to utilize the polycarboxylic acid polymer in order 
for the cement admixture to exhibit water-reducing performance and a cement composition with 
excellent handling properties. 

18. Claims 13-14 are directed to an invention not patentably distinct from claim 1 of 
commonly assigned inventor. Specifically, see the discussion set forth in paragraph 17 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
Commonly assigned inventor, discussed above, would form the basis for a rejection of the noted 
claims under 35 U.S. C. 103(a) if the commonly assigned case qualifies as prior art under 35 
U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly owned at the time the 
invention in this application was made. In order for the examiner to resolve this issue, the 
assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show that the conflicting 
inventions were commonly owned at the time the invention in this application was made, or 
name the prior inventor of the conflicting subject matter. 
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A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 

18. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being obvious over WO 
2004/099100 which is now U.S. Patent 7,368,488. 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1 . 1 3 1 ; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Response to Arguments 

19. Applicant's arguments with respect to claims 1-6, 9, 10, and 13-22 have been considered 
but are moot in view of the new ground(s) of rejection. 



Application/Control Number: 10/578,574 Page 16 

Art Unit: 1796 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEVE VALDEZ whose telephone number is (571)270-7738. 
The examiner can normally be reached on Mon-Thurs, 7:30pm-5 :00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/DEVE VALDEZ/ 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 
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